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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).
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Application'P‘apers
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DETAILED ACTION
1. This application claims benefit of the foreign application:
JAPAN 11/168864 with a filing date 06/15/1999. However, an English-translated
version of the certified copy of the instant foreign priority document has not been filed,
therefore, the instant foreign priority has not been granted. '

2, C_Iaims 1-4 are pending in the application.

Claim Rejections - 35 USC § 112
3. The following is a quotation of the first paragraph of 35 U.S.C. 112:

The specification shall contain a written description of the invention, and of the manner and process of
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall
set forth the best mode contemplated by the inventor of carrying out his invention.

Claims 1-4 are rejected undef 35 U.'S.C. 112, first paragraph, because the
specification, while being enabling for the instant nucleating agent or compositions
comprising a compound of formula (1) and a resin (i.e., an ethylene-propylene random
polymer), does not reasonably provide enablement for instant nucleating agent or
compositions comprising a compound of formula (1) and another compound of resin, i.e.,
ethylene-pentylene block polymer..

The specification does not enable any person skilled in the art to which it
pertains,‘with which it is most nearly connected, to use the invention commensurate in

scope with these claims, i.e., see claim 1 and pages 1-8 and Examples on pages 19-22

of the specification.
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For rejections under 35 U.S.C. 112, first paragraph, the following factors must be

considered (In re Wands, 8 USPQ2d 1400, 1988):

1) Nature of invention.

2) State of prior art.

3) Level of ordinary skill in the art.

4) Level of predictability in the art.

5) Amount of direction and guidance provided by the inventor.

6) Existence of working examples.

7) Breadth of claims.

8) Quantity of experimentation needed to make or use the invention based on the content of the

Disclosure.

See below:

1) Nature of the invention

The claims are drawn to a nucleating agent or compositions comprising a
compound of formula (1) (i.e., average ratio of 10 or less) without limitation of the other

specific or required elements, i.e., resin or the rest of 90 % of specific elements.

2) State of the prior art
The reference Kimura et al. US 5,342,868 does not indicate which compounds of
instant compounds may be useful in the claimed invention. Kimura et al. ‘868 is

pertaining to crystalline synthetic resin composition.

3) Level of ordinary skill in the art.

The level of ordinary skill in the art is high. The claims are drawn to a nucleating

agent or compositions comprising a compound of formula (l) (i.e., average ratio of 10 or



Application/Control Number: 10/009,304 Page 4
Art Unit: 1626

less) without limitation of the other specific or required elements, i.e., resin or the rest of

90 % of specific elements, by the instant examples disclosed in the specification.

4) Level of predictability in the art.
The claims are drawn to a nucleating agent or compositions comprising a

compound of formula (1) (i.e., average ratio of 10 or less) without limitation of the other
specific or required elements, i.e., resin or the rest of 90 % of specific elements, there

would be little predictability in the scope of claimed compounds or methods of use.

5) Amount of direction and guidance provided by the inventor.

The claims are drawn to a nucleating agent or compositions comprising a
compound of formula (l) (i.e., average ratio of 10 or less) without limitation of the other
specific or required élements, i.e., resin or the rest of 90 % of specific elements, such as
ethylene-pentylene block polymer, which are neither enabled nor suppongd in the

‘specification.

6) Existence of working examples.
The claims are drawn to a nucleating agent or compositions comprising a

compound of formula (l) (i.e., average ratio of 10 or less) without limitation of the other
specific or required elements, i.e., resin or the rest of 90 % of specific elements, the

specification provides only limited examples of compositions or products.

7) Breadth of claims.

The claims are extremely broad due to the vast number of possible “a nucleating

agent or compositions comprising a compound of formula (1) (i.e., average ratio of 10 or
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less) without limitation of the other specific or required elements, i.e., resin or the rest of

390 % of specific elements”.

8) Quantity of experimentation needed to make or use the invention based on the

content of the disclosure.
The specification did not enable any person skilled in the art to which it

pertains to make or use the invention commensurate in scope with this claim. In
particular, the specification failed to enable the skilled artisan to practice the

invention without undue experimentation. The skilled artisan would have a numerous
products in order to obtain “ a nucleating agent or compositions comprising a compound
of formula (1) (i.e., average ratio of 10 or less) without limitation of the other specific or
required elements, i.e., resin or the rest of 90 % of specific elements” as claimed.
Based on the unpredictable nature of the invention and state of the prior art and the
extreme breadth of the claims, one skilled in the art could not perform the claimed
compounds without undue experimentation, see In re Armbruster 185 USPQ 152 CCPA
1975. Incorporation of limitation of “a nuclea.ting agent or compositions comprising a
compound of formula (I) (i.e., aVerage ratio of 10 or less) without limitation of the other
specific or required elements, i.e., resin polypropylene polymer or the rest of 90 % of
specific elements”, would obviate the rejection, see pages 1-8 and Examples on pages

19-22 of the specification.

4. The following is a quotation of the second paragraph of 35 U.S.C. 112:

The specification shall conclude with one or more claims particularly pointing out and distinctly
claiming the subject matter which the applicant regards as his invention.
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Claims 1-4 are rejected under 35 U.S.C. 112, seéond paragraph, as being
indefinite for failing to particularly point out and distinctly claim the subject matter which
applicant regards as the invention.

Claims 1-4 are rejected under 35 U.S.C. 112, second paragraph, as being
incomplete for omitting essential elements, such omission amounting to a gap between
the elements. See MPEP § 2172.01. The omitted elements are: another 90% portions

of the.instant nucleating agent or compositions, see claim 1.

Claim Rejections - 35 USC § 102
5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that

form the basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless —

(a) the invention was known or used by others in this country, or patented or described in a printed
publication in this or a foreign country, before the invention thereof by the applicant for a patent.

(b) the invention was patented or described in a printed publication in this or a foreign country or in public
use or on sale in this country, more than one year prior to the date of application for patent in the United
States. ‘

6. Claims 1-4 are rejected under 35 U.S.C. 102(a) as being anticipated by
Takahashi et al. US 6,184,275 or Nakamura et al. US 6,153,715. Takahashi et al ‘275
or Nakamura et al. '715 is 102 (e) reference.

Applicants claim a nucleating agent or compositions comprising a compound
phosphoric acid of formula (l) (i.e., average ratio of 10 or less), see claim 1. It is noted
that the preamble of the characteristic of the Iength of 'compounds of formula (1) does
not obtain any patentability weight. The instant nucleating agent of compositions are

found on pages 1-22 of the épeciﬁcation.
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Nakamura et al. disclose a nucleating agent or compositions comprising organic

phosphoric acid compounds of formula (2),
wherein the variable M represents a 1-3 valent metal (i.e., 1-2); the variable n
represents an i_nteger 1t03 (i.e., 1 to 2); the variable R' represents C1-C1o hydrocarbon
group (i.e., C14 alkylidene group); the variable R? or R® independently represents
hydrogen or C4-C1o hydrocarbon (i.e., Cigalkyl gro‘up). A specific compoun_d sodium
2,2'-methylelnbis(4,6-di-t-butylphenyl)phosphate has been‘exempliﬁed, see columns 5-
6, especially column 6, lines 65-67. Nakamura et al. organic phosphoric acid
compounds of formula (2) are incorporated into the compositions (i.e., propylene resin)
in an amount of 0.001-10 parts or 0.1-3 parts (i.e., 10 parts or less) by weight, see
column 8, lines 5-7. Therefore, Nakamura et al. nucleating agents or compositions
antAicipate the instant nucleating agent or compositions, and Nakamura et al. compound
sodium 2,2'-methylelnbis(4,6-di-t-butylphenyl)phosphate specifically reads on the

compound of instant claim 4.
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Takahashi et al. disclose a nucleating agent or compositions comprising organic

phosphoric acid compounds of formula (1), , wWherein the
variable M representé a alkali metal (i.e., Na); the variable R; represents hydrogen or
alkyl group having 1 to 4 carbon atoms; the variable R or R; independently represents
alkyl group having 1 to 9 carbon atom(i.e., 1-8 carbon atoms). A specific compound No.
1 has been exemplified, see columns 2-4, especially column 3, lines 5-15. Takahashi et
al. organic phosphoric acid compounds of formula (1) are incorporated into the
compositions (i.e., propylene resin or polymer) in an amount of 0.005-5 parts by weight
(i.e., 10 parts or less), see column 2, lines 30. Therefore, Takahashi et al. nucleating -
agents or compositions anticipate the instant nucleating agent or compositions, and
Takahashi et al. compound No. 1 specifically reads on the compound of instant claim 4.
7. = Claims 1-4 are rejected under 35 U.S.C. 102(b) as being anticipated by
Nakahara et al. US 4,463,113.

Applicants claim a hucleating agent or compositions comprising a compound
phosphoric acid of formula (1) (i.e., average ratio of 10 or less), see claim 1. It is noted
that the preamble of the characteristic of the length of compounds of formula (1) does
not obtain any patentability weight. The instantAnucleating agent or compositions are

found on pages 1-22 of the specification.
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Nakahara et al. disclose compositions (i.e., a nucleating agent) comprising

phosphate compounds of formula (l), , wherein the
variable M represents a alkali metal (i.e., Na); the variable R represents alkylidene (i.e.,
C1-C4 alkylidene); the variable Ry or R; independently represents hydrogen or alkyl
group having 1 to 18 carbon atom(i.e., 1-8 alkyl group); the variable n is an integer 1 or
2. A specific compound No. 1 has been exemplified, see columns 26, and column 39,
- lines 1'2-65. Nakahara et al. et al. phosphate compbunds of formula (1) are incorporated
into the compositions (i.e., propylene resin or polymer) in an amount of 0.005-5 parts by
weight (i.e., 10 parts or less), see column 39, lines 62-65. Therefore, Nakahara et al.
nucleating agents or compositions anticipaté the instant nucleating agent or
compositions, and Nakahara et al. compound No. 1 specifically reads on the compound
of instant claim 4.

Claim Rejections -35USC § 103
8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459
(1966), that are applied for establishing a background for determining obviousness under 35
U.S.C. 103(a) are summarized as follows:

1. Determining the scope and contents of the pridr art.

2. Ascertaining the differences between the prior art and the claims at issue.

3. Resolving the level of ordinary skill in the pertinent art. ~

4. Considering objectiv;e evidence present in the application indicating

obviousness or nonobviousness.

This application currently names joint inventors. In considering patentability of
the claims under 35 U.S.C. 103(a), the examiner bresumes that the subject matter of
the various claims was commonly owned at the time any inventions covered therein
were made absent any evidence to the contrary. Applicant is advised of the obligation
under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was
not commonly owned at the tfme a later invention was made in order for the examiner to
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(f) or (g) prior
art under 35 U.S.C. 103(a).

“Even though product-by-process claims are limited by and defined by the
process, determihation of patentability is based on the product itself. The patentability
of a product does not depend on its method of production. If the product in the product-
by-process claim is the same as or obvious from a product of the prior art, the claim is

unpatentable even though the prior product was made by a different process.” Inre
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Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). Also see M.P.E.P.

2113. -

9. Claims 1-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over
Nakamura et al. US 6,153,715. Nakamura et al.’715 is 102 (e) reference.
Applicants claim a nucleating agent or compositions comprising a compound
phosphoric acid of formula (l) (i.e., average ratio of 10 or less). ltis noted that the
preamble of the characteristic of the Iength of compounds of formula (I) does not obtain
any patentability weight. The instant nucleating agent or compositions are found on
| pages 1-22 of the specification.

Determination of the scope and content of the prior art (MPEP §2141.01)

Nakamura et al. disclose a nucleating agent or compositions comprising organic

phosphoric acid compounds of formula (2),

A compouhd sodium 2,2’-methylelnbis(4,6-di-t-

~ butylphenyl)phosphate has been specifically exemplified, see columns 5-6, especially
column 6, lines 65-67. Nakamura et al. organic phosphoric acid compounds of formula
(2) are incorporated into the compositions (i.e., propylene resin) in an amount of 0.001-

10 parts or 0.1-3 parts (i.e., 10 parts or less) by weight, see column 8, lines 5-7.
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Determination of the difference between the prior art and the claims (MPEP
§2141.02)

The difference between instant nucleating agent or compositions and Nakamura

et al. is that the variable n of instant compounds of formula (1) represents 1 or 2, while
Nakamura et al. represents 1 to 3 at the same position. Nakamura et al. compound
sodium 2,2’-methylelnbis(4,6-di-t-butylphenyl)phosphate reads on the compound of the

instant claim 4.

Finding of prima facie obviousness-rational and motivation (MPEP §2142-2143)

One having ordinary skill in the art would find the claims 1-4 prima facie obvious
_because one would be motivated to é'mploy the nucleating agent or compositions of
Nakamura et al. to obtain instant nucleating agent or compositions comprising
compounds of formula (I), wherein an average aspect ratio of 10 or less of compounds
of formula (1) are incorporated into the instant nucleating agent or compositions.

The motivation to ‘make the claimed nucleating agent or compositions de}rives
from the expectation that the instant claimed nucleating agent or compositions from
known Nakamura et al. nucleating agent or compositions would possess similar activity

(i.e., improving strength or rigidity of the resin) to that which'is claimed in the feference.

10. Claims 1-4 are rejected under 35U.S.C. 103(a) as being unpatentable over

Takahashi et al. US 6,184,275. Takahashi et al ‘275 is 102 (e) reference.
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Applicants claim a nucleating agent or compositions comprising a compound
phosphoric acid of formula (l) (i.e., average rafio of 10 or less). ltis noted that the
preamble of the characteristic of the length of compounds of formula (I) does not obtain
any patentability weight. The instant nucleating agent or compositions are found on
pages 1-22 of the specification.

Determination of the scope and content of the prior art (MPEP §2141.01)

Takahashi et al. disclose a nucleating agent or compositions comprising organic

phosphoric acid compounds of formula (1),
A specific compound No. 1 has been exemplified, see columns 2-4, especially

column 3, lines 5-15. Takahashi et al. orgénic phosphoric acid éompounds of formula (l)

are incorporated into the compositions (i.e., propylene resin or polymer) in an amount of

0.005-5 parts by weight (i.e., 10 parts or less), see column 2, lines 30.

Determination of the difference between the prior art and the claims (MPEP
§2141.02)

The difference between instant nucleating agent or compositions and Takahashi

et al. is that the variable n of instant compounds of formula (I) represents 1 or 2, while
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Takahashi et al. represents 1 at the same position. Takahashi et al. compound No. 1

reads on the compbund of the instant claim 4.

Finding of prima facie obviousness-rational and motivation (MPEP §2142-2143)

One having ordinary skill in the art would find the claims 1-4 prima facie obvious
because one would be motivated to employ the nucleating agent dr compositions of
Takahashi et al. to obtain instant nucleating agent or compositions comprising
compounds of formula (1), wherein an average aspect ratio of 10 or less of cbmpounds
of formula (1) are incorporated into the instant nucleating agent or compositions.

The motivation to make the claimed nucleating agent or compositions derives
from the expectation that the instant claimed nucleating agent or compositions from
known Takahashi et al. nucleating agent or compositions would possess similar activity
(i.e., improving strength or transparency of the resin) to that which is claimed in the

reference.

11. Claims 1-4 are rejected under 35 U.S.C. 163(3) as being unpatentable over
Nakahara et al. US 4,463,113.

Applicants claim a nucleating égent or compositions comprising a compound
phosphoric acid of formula (1) (i.e., avérage ratio of 10 or less). It is noted that the |
preamble of the characteristic of the length of compounds of formula (l) does not obtain
any patentability weight. The instant nucleating agent or compositions are found on

pages 1-22 of the specification.
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Dﬁetermination of the scope and content of the prior art (MPEP §2141.01)

Nakahara et al. disclose compaositions (i.e., a nucleating agent) comprising

phosphate compounds of formula (1),
A specific cohpound No. 1 has been exemplified, .see columns 26, and colu}mn
39, lines12-65. Nakahara et al. et al. phosphate compounds of formula (1) are
incorporated into the compoéitions (i.e., propylene resin or polymer) in an amount of
0.005-5 parts by weight (i.e., 10 parts or less), see column 39, lines 62-65.
_Determination of the difference between the prior art and the claims (MPEP

§2141.02)

The difference between instant nucleating agent or compositions and Nakahara

et al. is that the variable R® of instant compounds of formula (I) represents C4-C4
alkylidene group, while Nakahara et al. represents a carbon-to-carbonbond or
alkylidene group at the same position. Nakahara et al. compound No. 1 reads on the

compound of the ihstant claim4.

Finding of prima facie obviousness-rational and motivation (MPEP §2142-2143)
One having ordinary skill in the art would find the claims 1-4 prima facie obvious

because one would be motivated to employ the nucleating agent or compositions of
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Nakahara et al. to obtain instant nucleating agent or compositions comprising .
compounds of formula (I), wherein an average aspect ratio of 10 or less of compounds
of formula (1) are incorporated into the instant nucleating agent or combositions.

The motivation to make the claimed nucleating agent or compositions derives
from the expectation that the instant claimed nucleating agent or compositions from
known Nakahara et al. nucleating agent or compositions would possess similar activity
(i.e., improving clarity or transparency of the resin) to that which is claimed in the
reference.

Objection
12. Claim1 is‘objected. Since claim 1 is drawn to compositions claim, therefore,
amendment of claim 1 being a compositions claim would obviate the objection. Claim 1,
line 4, recites the term “the metal salt”, is objected. heplacement of the term “the metal
salt” with the term “ phosphoric acid aromatic ester metal salt” would objection the
objection. |

Claim 1, lines 7 and 10, recite the open or close parentheses, i.e., “(“ or “Y.

Elimination of the parentheses would obviate the objection.

Telephone Inquiry
Any inquiry concerning this communication or earlier communications from the
examiner should be directed to Robert Shiao whose telephone number is (571) 272-

0707. The examiner can normally be reached on 8:30 AM - 5:00 PM.
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If attempts to-reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, Joseph K. McKane can be reached on (571) 272-0699. The fax phone
number for the organization where this application or proceeding is assigned is 571-
273-8300.

Information regarding the status of an application may be obtained from the
Patent Application Infofmation Retrieval (PAIR) system. StatusAinfqrmation for
published applications may be obtained from either Private PAIR or Public PAIR.
Status information for unpublished applications is available through Private PAIR only.
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197 (toll-free).

KAMAL A. SAEED, PH.D.

PRIMARY EXAMINER
. A ﬂvu4
Joseph K. McKane
( Supervisory Patent Examiner
Lé . Art Unit 1626

Robert Shiao, Ph.D.
Patent Examiner
Art Unit 1626

October 26, 2005
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